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[bookmark: heading-nodeId--245097714]OPPOSITION Nо B 2 173 717

Intelpro AG, Untermüli 11, 6300 Zug, Switzerland (opponent), represented by Stumpf Patentanwälte PartGmbB, Alte Weinsteige 73, 70597 Stuttgart, Germany (professional representative) 

a g a i n s t

Acedes Holdings LLC, Main Street, P.O. Box 556, Charlestown, Saint Kitts and Nevis (applicant), represented by Metacom Legal, Prinzregentenstr. 74, 81675 München, Germany (professional representative).

On 24/07/2023, the Opposition Division takes the following


DECISION:
[bookmark: chk-paragraph-2_nodeId-1551785101]
	[bookmark: chk-paragraph-2-3_nodeId-858056212]1.
	Opposition No B 2 173 717 is partially upheld, namely for the following contested goods: 



	
	Class 9: Computer games; computer games relating to racing and sports cars; downloadable software relating to sports and racing cars 


	[bookmark: chk-paragraph-2-3-1_nodeId--488033705]2.
	European Union trade mark application No 11 439 288 is rejected for all the above goods. It may proceed for the remaining goods and services.



	3.
	Each party bears its own costs.




[bookmark: chk-paragraph-3_nodeId-1085394009]REASONS

On 03/05/2013, the opponent filed an opposition against all the goods and services of European Union trade mark application No 11 439 288 [image: ] (figurative mark), namely against all the goods and services in Classes 9, 12 and 41. The opposition is based on European Union trade mark registration No 10 581 684 [image: ] (figurative mark). The opponent invoked Article 8(1)(b) EUTMR.
[bookmark: chk-paragraph-9-1_nodeId-1439907789]

[bookmark: chk-paragraph-9-3_nodeId--1128870563]LIKELIHOOD OF CONFUSION — ARTICLE 8(1)(b) EUTMR

Pursuant to Article 8(1)(b) EUTMR, a likelihood of confusion exists if there is a risk that the public might believe that the goods or services in question, under the assumption that they bear the marks in question, come from the same undertaking or, as the case may be, from economically linked undertakings. Whether a likelihood of confusion exists depends on the appreciation in a global assessment of several factors, which are interdependent. These factors include the similarity of the signs, the similarity of the goods and services, the distinctiveness of the earlier mark, the distinctive and dominant elements of the conflicting signs, and the relevant public.


[bookmark: chk-paragraph-9-3-1_nodeId-537559823]a) The goods and services

As a result of a partial refusal of the earlier mark by opposition Decision B 2 016 098 of 05/10/2022, the goods on which the opposition is based are the following:

Class 12: Apparatus for locomotion by air or water.

Class 25: Clothing, footwear, headgear.

Class 28: Games and playthings; gymnastic and sporting articles not included in other classes; decorations for Christmas trees.

The contested goods and services are the following:

Class 9: Computer games; computer games relating to racing and sports cars; downloadable software relating to sports and racing cars.

Class 12: Sports cars; sports cars for road use.

Class 41: Providing on-line information accessible via the internet and mobile phones about sports and racing cars.

[bookmark: chk-paragraph-9-3-1-2_nodeId--935830737]As a preliminary remark, it is to be noted that according to Article 33(7) EUTMR, goods or services are not regarded as being similar to or dissimilar from each other on the ground that they appear in the same or different classes under the Nice Classification.

[bookmark: chk-paragraph-9-3-1-4_nodeId-2106898293]The relevant factors relating to the comparison of the goods or services include, inter alia, the nature and purpose of the goods or services, the distribution channels, the sales outlets, the producers, the method of use and whether they are in competition or complementary.

Contested goods in Class 9

The contested computer games; computer games relating to racing and sports cars; downloadable software relating to sports and racing cars, the latter including downloadable game software relating to sports and racing cars, are similar to the opponent's games and playthings in Class 28, which include game machines. These goods have the same purpose and are complementary. Furthermore, they are offered by the same companies, are sold together in the same places, and target the same public.

Contested goods in Class 12

The contested sports cars; sports cars for road use are dissimilar to the opponent's apparatus for locomotion by air or water. Indeed, even if all these goods are means of conveyances that transport people (and things), they differ in that the contested goods are apparatus for locomotion by land, whereas the goods of the earlier mark are apparatus for locomotion by air and water. Consequently, the nature and method of use of the goods at issue are different and they are neither complementary nor in competition with each other. Moreover, as regards their purpose, even if it is the transportation of persons, such an abstract and generic similarity cannot be relevant since it would lead to the conclusion that every means of transport would necessarily be similar to another. Given the large number of apparatus that can serve as means of transport, that factor is not in itself sufficient for establishing a degree of similarity between the goods at issue (see, by analogy, 28/10/2015, T-576/13, MIRUS / MIRUS, EU:T:2015:810, § 38; 09/12/2015, R 681/2015-2, Horch BICICLETAS (fig.) / Horch, § 22). Furthermore, the relevant goods have a different level of technicality, requiring fundamentally different locomotion solutions, and as such are manufactured in different production centres (see, by analogy, 28/10/2015, T-576/13, MIRUS / MIRUS, EU:T:2015:810, § 42; 09/12/2015, R 681/2015-2, Horch BICICLETAS (fig.) / Horch, § 21) and by distinct manufacturers (even from very different industries), do not coincide in distribution channels or retail outlets, and are aimed at different publics.

Finally, when measured against the relevant factors relating to the comparison of the goods and services, the contested sports cars; sports cars for road use have nothing in common with the opponent’s goods in Classes 25 (i.e., clothing, footwear, headgear) and 28 (i.e., games and playthings; gymnastic and sporting articles not included in other classes; decorations for Christmas trees). Their nature, purpose and method of use are different. They do not coincide in their producers and do not have the same distribution channels. Furthermore, these goods are neither complementary nor in competition and they target different relevant publics. Therefore, they are dissimilar.

Contested services in Class 41

The contested providing on-line information accessible via the internet and mobile phones about sports and racing cars is dissimilar to all goods covered by the earlier mark in Classes 12, 25 and 28, because they have nothing in common in terms of nature, purpose, and method of use. Moreover, they do not coincide in their producer/provider and do not have the same distribution channels. Furthermore, these goods and services are neither complementary nor in competition and they target a different relevant public.

The opponent claims that the contested providing on-line information accessible via the internet and mobile phones about sports and racing cars is highly similar to the vehicles and apparatus for locomotion of the earlier mark in Class 12, as the services aim at the distribution of information about vehicles, which is also a part of the purchasing process of vehicles. In this regard, it affirms that the costumer will be easily led to the supposition that the company which provides information about sports and racing cars also offers vehicles for purchase or vice versa.

However, as a first point, it is noted that the earlier mark does not protect anymore vehicles and apparatus for locomotion by land but only apparatus for locomotion by air or water (which do not include sports and racing cars), and secondly, that the contested providing on-line information accessible via the internet and mobile phones about sports and racing cars are related to education, entertainment, and sport services in Class 41. Therefore, these contested services have no connection whatsoever with the sale of goods or with information thereof. Consequently, the opponent’s claims must be set aside.


[bookmark: chk-paragraph-9-3-2_nodeId-870269841]b) Relevant public — degree of attention

The average consumer of the category of products concerned is deemed to be reasonably well informed and reasonably observant and circumspect. It should also be borne in mind that the average consumer’s degree of attention is likely to vary according to the category of goods or services in question.

In the present case, the goods found to be similar target the public at large.

The degree of attention is considered to be average, since nothing in the nature of the goods, their manner of purchase or average price requires that consumers are more attentive and observant when choosing such goods.
[bookmark: chk-paragraph-9-3-2-1_nodeId-742969198]

[bookmark: chk-paragraph-9-3-3_nodeId--1465072020]
c) The signs

	
	[image: ]

	Earlier trade mark

	Contested sign



[bookmark: chk-paragraph-9-3-3-2_nodeId--1371220369]The relevant territory is the European Union.

The global appreciation of the visual, aural, or conceptual similarity of the marks in question must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and dominant components (11/11/1997, C‑251/95, Sabèl, EU:C:1997:528, § 23).
[bookmark: chk-paragraph-9-3-3-2-5_nodeId--50308356]
The signs coincide fully in the combination of letters ‘AC’, which appear to have no meaning and neither have the parties adduced anything that would allow a different conclusion. Nonetheless, in the event a meaning were to be attributed to this combination of letters, it would be immaterial in the present case since the degree of distinctiveness of the signs' verbal element is irrelevant as it is the same in both marks and because the only differentiating elements between the signs merely reside in the very slight variation of their, in any case, quasi-identical typeface and in a simple circular shape acting as a label or frame for the above-mentioned letters in the earlier mark, which are, anyway, of a decorative nature and are, therefore, non-distinctive.

It follows that the signs are visually highly similar, aurally identical, and, conceptually, either identical, if a meaning would be assigned to the common element ‘AC’, or if not, the conceptual similarity would not influence this assessment. 
[bookmark: chk-paragraph-9-3-3-2-8_nodeId-190523850]
[bookmark: chk-paragraph-9-3-3-2-9-1_nodeId--592845]As the signs have been found similar in at least one aspect of the comparison, the examination of likelihood of confusion will proceed.


[bookmark: chk-paragraph-9-3-4_nodeId-712655740]d) Distinctiveness of the earlier mark

The distinctiveness of the earlier mark is one of the factors to be taken into account in the global assessment of likelihood of confusion.

[bookmark: chk-paragraph-9-3-4-1_nodeId--1027617669]The opponent did not explicitly claim that its mark is particularly distinctive by virtue of intensive use or reputation.

[bookmark: chk-paragraph-9-3-4-1-1_nodeId-122373508]Consequently, the assessment of the distinctiveness of the earlier mark will rest on its distinctiveness per se. In the present case, the earlier trade mark as a whole has no meaning for the goods in question from the perspective of the public in the relevant territory. Therefore, the distinctiveness of the earlier mark must be seen as normal, despite the presence of a non-distinctive element (circular shape) and aspect (typeface) in the mark, as stated above in section c) of this decision.




[bookmark: chk-paragraph-9-3-5_nodeId--1332642858]e) Global assessment, other arguments and conclusion

The appreciation of likelihood of confusion on the part of the public depends on numerous elements and, in particular, on the recognition of the earlier mark on the market, the association that can be made with the registered mark, the degree of similarity between the marks and between the goods or services identified (recital 11 of the EUTMR). It must be appreciated globally, taking into account all factors relevant to the circumstances of the case (22/06/1999, C‑342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 18; 11/11/1997, C‑251/95, Sabèl, EU:C:1997:528, § 22).

In the present case, the contested goods have been found partly similar and partly dissimilar to the opponent’s goods, whereas the contested services are dissimilar. The goods found to be similar target the public at large and the degree of attention when purchasing these goods is average. The earlier mark has a normal degree of inherent distinctiveness.

The signs are visually highly similar, aurally identical, and, conceptually, either identical or the conceptual aspect does not influence the assessment of the similarity of the signs, depending on whether a meaning is attributed to the coinciding verbal element or not. This near identity between the signs implies that consumers will not be able to distinguish between them and will perceive the goods displaying those signs as having the same commercial origin.

Account is taken of the fact that average consumers rarely have the chance to make a direct comparison between different marks but must trust in their imperfect recollection of them (22/06/1999, C‑342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 26).

[bookmark: chk-paragraph-9-3-5-11-3_nodeId-16578620]The applicant argues that its EUTM has a reputation as result of its long standing and intensive use and referred to various items of evidence filed in previous proceedings to substantiate this claim.

However, the right to an EUTM begins on the date when the EUTM is filed and not before, and from that date on, the EUTM has to be examined with regard to opposition proceedings.

Therefore, when considering whether or not the EUTM falls under any of the relative grounds for refusal, events or facts that happened before the filing date of the EUTM are irrelevant because the rights of the opponent, insofar as they predate the EUTM, are earlier than the applicant’s EUTM, as correctly stated by the opponent.
[bookmark: chk-paragraph-9-3-8_nodeId--1775153994]
Considering all the above, the Opposition Division finds that there is a likelihood of confusion on the part of the public and, therefore, the opposition is partly well founded on the basis of the opponent’s European Union trade mark registration No 10 581 684.

It follows from the above that the contested trade mark must be rejected for the goods found to be similar to those of the earlier trade mark.

The rest of the contested goods and services are dissimilar. As the identity or similarity of goods and services is a necessary condition for the application of Article 8(1)(b) EUTMR, the opposition based on this Article and directed at these goods and services cannot be successful.

[bookmark: chk-paragraph-14_nodeId-1960858865]
[bookmark: chk-paragraph-14-2_nodeId-299558455]COSTS

According to Article 109(1) EUTMR, the losing party in opposition proceedings must bear the fees and costs incurred by the other party. According to Article 109(3) EUTMR, where each party succeeds on some heads and fails on others, or if reasons of equity so dictate, the Opposition Division will decide a different apportionment of costs.

Since the opposition is successful for only some of the contested goods and services, both parties have succeeded on some heads and failed on others. Consequently, each party has to bear its own costs.


[bookmark: rId8][bookmark: chk-paragraph-15_nodeId--1301144368][image: ]


The Opposition Division


	[bookmark: docx4j_tbl_0]Martina GALLE
	Eva Inés PÉREZ SANTONJA
	Katarína KROPÁČKOVÁ





According to Article 67 EUTMR, any party adversely affected by this decision has a right to appeal against this decision. According to Article 68 EUTMR, notice of appeal must be filed in writing at the Office within two months of the date of notification of this decision. It must be filed in the language of the proceedings in which the decision subject to appeal was taken. Furthermore, a written statement of the grounds for appeal must be filed within four months of the same date. The notice of appeal will be deemed to have been filed only when the appeal fee of EUR 720 has been paid.
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